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To The Honorable Assistant Commissioner for Patents 
Washington, D C. 20231 

ATTN: OFFICE OF PETITIONS 
Petitions Information 
Crystal Park One, Suite 520 

07/14/1996 SSALEEKU OOOOOOfll 111150 0fl55758& 

01 FC:iE2 DeariSi^ ch 

Applicant hereby petitions from the dismissal of his Petition For Withdrawal 
From Issue Under 37 CFR 1.313(b)(5). 



Background 

The above-identified application issued as US Patent No. 5,745,906 on April 
28, 1998. 

On April 23, 1998, five days prior to the scheduled issue date of the above- 

HP-1 0951 196-1 




-2- 

identified application, applicant's representative filed a Petition For Withdrawal From 
Issue Under 37 CFR 1.313(b)(5) (hereinafter referred to as the "Petition"). 
Applicant's Petition was filed with the Office of Patent Publication by facsimile 
transmission. 



Decision Below 



On May 5, 1998, applicant's Petition was dismissed by the Office of Patent 
Publication for the following the reason: 

The petition was not received within sufficient time to prevent issuance 
of the instant patent. A petition under 37 CFR 1.313(b)(5) must be 
received and granted by an appropriate official in the Office of Patent 
Publication within sufficient time to avert issuance of an application into 
a patent. 

Reference is made to Exhibit A. 



Discussion of the Applicable Law 



Individuals associated with the filing or prosecution of a patent application 
have a duty to disclose to the patent office "informati on mate rial to patentability". 
This duty is set forth in 37 CFR 1.56(a) as follows: 

(a) A patent by its very nature is affected with a public interest. The 
public interest is best served, and the most effective patent 
examination occurs when, at the time an application is being 
examined, the Office is aware of and evaluates the teachings of all 
information material to patentability. Each individual associated with 
the filing and prosecution of a patent application has a duty of candor 
and good faith in dealing with the Office, which includes a duty to 
disclose to the Office all information known to that individual to be 
material to patentability as defined in this section. The duty to disclose 
information exists with respect to each pending claim until the claim is 
cancelled or withdrawn from consideration, or the application becomes 
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abandoned. Information material to the patentability of a claim that is 
cancelled or withdrawn from consideration need not be submitted if the 
information is not material to the patentability of any claim remaining 
under consideration in the application. There is no duty to submit"] 
information which is not material to the patentability of any existing] ' 
claim. The duty to disclose all information known to be material to" 
patentability is deemed to be satisfied if all information known to be 
material to patentability of any claim issued in a patent was cited by the 
Office or submitted to the Office in the manner prescribed by §§ 
1 .97(b)-(d) and 1 .98. However, no patent will be granted on an 
application in connection with which fraud on the Office was practiced 
or attempted or the duty of disclosure was violated through bad faith or 
intentional misconduct. The Office encourages applicants to carefully 
examine: 

(1) Prior art cited in search reports of a foreign patent office in a 
counterpart application, and 

(2) The closest information over which individuals associated with 
the filing or prosecution of a patent application believe any pending 
claim patentably defines, to make sure that any material information 
contained therein is disclosed to the Office. 

Information which is material to patentability is defined in 37 CFR 1.56(b): 

(b) Under this section, information is material to patentability when it 
is not cumulative to information already of record or being made of 
record in the application, and 

(1) It establishes, by itself or in combination with other information, 
a prima facie case of unpatentability of a claim; or 

(2) It refutes, or is inconsistent with, a position the applicant takes 

in: 

(i) Opposing an argument of unpatentability relied on by the Office, 

or 

(ii) Asserting an argument of patentability. 

A prima facie case of unpatentability is established when the 
information compels a conclusion that a claim is unpatentable under 
the preponderance of evidence, burden-of-proof standard, giving each 
term in the claim its broadest reasonable construction consistent with 
the specification, and before any consideration is given to evidence 
which may be submitted in an attempt to establish a contrary 
conclusion of patentability. 

With respect to who determines what information is material to patentability, 
MPEP 2001 .04 states that, "It is the patent examiner who should make the 
determination after considering all the facts involved in the particular case." MPEP 
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2001 .04, Rev. 2, July 1996, p. 2000-3. In order that one may comply with his or her 
duty of disclosure under 37 CFR 1 .56, MPEP 2001 .04 therefore suggests that 37 
CFR 1 .56 be viewed as setting forth "a duty of candor and good faith which is 
broader than the duty to disclose material information." \± at p. 2000-2. 
MPEP 2001.05 states that: 

. . .The Office believes that most applicants will wish to submit. . . 
information, however, even though they may not be required to do so, 
to strengthen the patent and avoid the risks of an incorrect judgment 
on their part on materiality or that it may be held that there was an 
intent to deceive the Office. 

As set forth above, 37 CFR 1.56 states that: 

. . .The duty to disclose all information known to be material to 
patentability is deemed to be satisfied if all information known to be 
material to patentability of any claim issued in a patent was cited by the 
Office or submitted to the Office in the manner prescribed by §§ 
1.97(bHd) and 1.98. 

37 CFR 1 .97 and 1 .98 set forth a procedure for filing an Information 
Disclosure Statement (IDS) with the USPTO (hereinafter referred to as the "Office"). 
37 CFR 1 .97(h) states: 

(h) The filing of an information disclosure statement shall not be 
construed to be an admission that the information cited in the 
statement is, or is considered to be, material to patentability as defined 
in § 1.56(b). 

One who has a duty to disclose information under 37 CFR 1 .56 may therefore 
disclose information to the patent examiner using the "safe harbor" procedure of 37 
CFR 1.97 and 1.98, so that the patent examiner, and not the person owing the duty 
under 37 CFR 1.56, may make a determination as to whether the information is in 
fact material to patentability. The burden of determining information's materiality is 
thereby appropriately placed on the patent examiner, and the person owing the duty 
to disclose information under 37 CFR 1 .56 is allowed to fulfill his or her duty while 
avoiding "the risks of an incorrect judgment". 
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Unfortunately, 37 CFR 1.97 only provides procedures for filing an IDS up until 
the earliest of: 

(1) A final action under § 1.113 or ^J^^^o 

(2) A notice of allowance under § 1.311 [.] " 

However, MPEP 2001.04 states: 

37 CFR 1 .56(a) states that the duty to disclose information 
exists until the application becomes abandoned. The duty to disclose 
information, however, does not end when an application becomes 
allowed but extends until a patent is granted on that application. 

MPEP 2001.04, Rev. 2, July 1996, p. 2000-3. 

37 CFR 1.313 (entitled "Withdrawal From Issue") was therefore amended in 
1992 to fill the gaps left by 37 CFR 1 .97. As further stated in the MPEP: 

. . .The rules provide for information being considered after a notice of 
allowance is mailed and before the issue fee is paid (37 CFR 1 .97(d)) 
and for an application to be withdrawn from issue because one or 
more claims are unpatentable (37 CFR 313(b)(3)) or for an application 
to be withdrawn from issue and abandoned so that information may be 
considered in a continuing application before a patent issues (37 CFR 
1.313(b)(5)). 

MPEP 2001.04, Rev. 2, July 1996, p. 2000-3. 

Specifically, 37 CFR 1.313(b)(5) provides that: 

(b) When the issue fee has been paid, the application will not be 
withdrawn from issue for any reason except: 

(5) For abandonment to permit consideration of an information 
disclosure statement under § 1.97 in a continuing application. 

MPEP 1308 provides specific details concerning the implementation of 37 
CFR 1.313(b)(5) by the Office: 

If the applicant wishes to have the case withdrawn from issue, he or 
she must petition the Commissioner (MPEP 1002.02(b)(4)). Once the 
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issue fee is paid withdrawal is permitted only for the reasons stated in 
37 CFR 1 .313(b). The status of the application, at the time the petition 
is filed is determinative of whether the petition is considered under 37 
CFR 1.313(a) or 37 CFR 1 .313(b). 

In addition to the specific reasons identified in 37 CFR 
1.313(b)(1)-(4), applicant should be able to identify some specific and 
significant defect in the allowed application before the application will 
be withdrawn from issue. It is the policy of the Patent and Trademark 
Office to permit an application to be withdrawn from issue under 37 
CFR 1.313(a) to file a continuing application, unless the application to 
be withdrawn is itself a continuing application. This policy does not 
affect applicant's right and ability to file a continuing application on or 
before the last day the issue fee is due and permit the parent 
application to become abandoned for failure to pay the issue fee (35 
U.S.C. 151). 

For withdrawal from issue pursuant to 37 CFR 1.313(b)(5), see the 
discussion in MPEP § 609 at B(4). 

Note that the first paragraph, supra, states that the status of the application at 
the time a petition is filed under 37 CFR 1 .313 is determinative of whether the 
petition falls under 1.313(a) or 1.313(b). Yet no mention is made of a petition's 
timing being determinative of the petition's grant. The grant of a petition under 37 
CFR 1.313(b)(5) therefore appears to be guaranteed to an applicant (much the 
same way the grant of a Petition for Extension of Time is guaranteed to an 
applicant), so long as the applicant abides with the procedure for filing such a 
petition as set forth in 37 CFR 1.313(b)(5), MPEP § 1308. and MPEP § 609(B)(4). 

Also note that a 37 CFR 1.313 petition only hinges on the applicant's 
recitation of a "specific and significant defect in the allowed application" when such a 
petition is filed under one of the clauses enumerated in 37 CFR 1.313 (b)(1)-(4). No 
specific and significant defect need be alleged if a petition is filed under 37 CFR 
1.313(b)(5). This is because 37 CFR 1.313(b)(5) is intended to fill a gap in the IDS 
procedure set forth in 37 CFR 1.97, and as previously noted, 37 CFR 1.97 is 
intended to allow one having a duty under 37 CFR 1.56(a) to disclose information 
without making any sort of admission against interest. 

As noted in the above excerpt taken from MPEP 1308, reference is made to 
MPEP 609(B)(4) for further details on filing a petition under 37 CFR 1 .313(b)(5). 
MPEP 609(B)(4) states, in part, that: 
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After the issue fee has been paid on an application, it is 
impractical for the Office to attempt to consider newly submitted 
information. Information disclosure statements filed after payment of 
the issue fee in an application will not be considered but will merely be 
placed in the application file. . . . The application may be withdrawn 
from issue at this point, however, pursuant to 37 CFR 1.313(b)(5) so 
that the information can be considered in a continuing application. In 
this situation, a file wrapper continuing application under 37 CFR 1 .62 
could be filed even though the issue fee had already been paid. The 
Office will consider the filing of a petition under 37 CFR 1 .31 3(b)(5) as 
sufficient grounds to waive the requirement that an application under 
37 CFR 1 .62 be filed before payment of the issue fee. 

MPEP 2001.04, Rev. 2, July 1996, p. 2000-3. 

Note that applicant filed a Request for a Continued Prosecution Application in 
the instant case, which is the intended replacement for the now defunct File 
Wrapper Continuation procedure under 37 CFR 1 .62. 



Grant of Petition for Withdrawal from Issue is Applicant's Only Relief 



Nowhere in the applicable laws, regulations, and procedures pertaining to ^ 
petitions under 37 CFR 1.313(b)(5) is it stated 1) that the grant of such petitions is 
intended to be discretionary, or 2) that such petitions will be dismissed if filed too 
close to a patent's issue date. Rather, the grant of such petitions appears to be 
guaranteed, much the same way that the grant of a Petition for Extension of Time is 
guaranteed. The MPEP makes it clear that those owing a duty under 37 CFR 
1 .56(a) owe such a duty up until the very day a patent issues. Subsequent to paying 
a patent's issue fee, the only way one owing a duty under 37 CFR 1.56(a) may 
comply with their duty is by filing a petition under 37 CFR 1 .313(b)(5). There is no 
indication in the applicable laws, regulations, and procedures pertaining to petitions 
under 37 CFR 1 .313(b)(5), or the duty of disclosure under 37 CFR 1 .56(a), that the 
duty of disclosure under 37 CFR 1.56(a) ceases to be applicable some arbitrary 
number of days prior to a patent's issuance. Once an applicant, his or her 
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representative, or any other party owing a duty under 37 CFR 1.56(a) has complied 
with his or her duty by following the procedure set forth in 37 CFR 1.313(b)(5), it 
seems that the Office then has a duty to uphold its own procedures and grant 
applicant's Petition for Withdrawal from Issue. 

Applicant further notes that a grant of his Petition to Withdraw from Issue is 
his only redress in this matter. 

Office personnel have proposed many alternative avenues of redress, but 
none of these avenues are acceptable to applicant. 

One solution proposed by Office personnel was to 1) convert applicant's 
Request for a Continued Prosecution Application into a Request for a 1 .53(b) 
Continuation Application, and then 2) file an IDS disclosing additional information in 
the 1.53(b) continuation. This solution is not acceptable in that the continuation 
would be rejected on the basis of statutory double patenting. A statutory double 
patenting rejection could be avoided by 1) amending the claims of the continuation 
so that they differ in some obvious way over the patent which issued on the above- 
identified application, and then 2) filing a terminal disclaimer in the continuation 
case. However, even if applicant were to follow this procedure, it would have no 
bearing on the strength of the parent case due to the patent examiner's considering 
the additional information with respect to the parent case. 

Office personnel have also suggested that applicant file a statutory disclaimer 
in his issued patent, to thereby avoid a statutory double patenting rejection in a 
continuation case. However, the filing of a statutory disclaimer in the parent case is 
unacceptable in that applicant would be required to make a statement that he has 
"reason to believe that without any deceptive intention, claims of the above identified 
patent are too broad or invalid". Applicant does not wish to make this statement, as 
he does not believe that his claims are too broad or invalid. Rather, he believes his 
claims to be perfectly valid and enforceable, but merely desires that a patent 
examiner consider additional information (which_he believes to be immaterial) so v 
that the patent examiner may properly determine whether applicant's own 
conclusion as to the materiality of the additional information is in fact the correct 
conclusion (since the patent examiner makes the ultimate determination as to 
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materiality as per MPEP § 2001.04). 

Another solution to the dismissal of applicant's Petition which has been 
suggested by Office personnel is applicant's filing for a re-examination of his patent. 
Again, this solution is unacceptable in that applicant would be required to file a 
statement that a "substantial new question of patentability" existed. As previously 
stated, applicant does not believe that his additional information creates such a 
question. 



For the foregoing reasons, it is submitted that the Office of Patent Publication 
erred in dismissing applicant's Petition, and reversal of that decision is respectfully 
requested. 

In light of the above facts and law, applicant requests that the Commissioner 
1) grant his Petition to Withdraw from Issue, 2) convert his Request for a Continued 
Prosecution Application to a Request for a Continuation Under 37 CFR 1.53(b), and 
3) subsequent to the grant of his Request for a Continuation, publish a notice in the 
Official Gazette that U.S. Patent No. 5,745,906 was issued in error and has no legal 
effect. 

This Petition is deemed to be timely filed on July 6, 1998 since the decision 
dismissing applicant's Petition was made on May 5, 1998, and July 5, 1998, the two 
month deadline for filing this petition, fell on a Sunday. 



Requested Relief 



Respectfully submitted, 
KLAAS, LAW, Q:MEAR 




Gregory W. Osterloth 



Reg. No. 36,232 
1 999 Broadway, Suite 2225 
Denver, CO 80202 
Tel: (303)298-9888 
FAX: (303)297-2266 
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